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Craft beer, banks and fastcards: case note of
opposition proceedings
Lucy Davis OWEN DIXON CHAMBERS WEST

This article comments on three opposition decisions

from the Trade Marks Office. They serve as a reminder

of the following points for practitioners:

• In many cases, it will be necessary to adduce

evidence as to the state of affairs as at the relevant

priority date.

• Descriptive words are unlikely to distinguish a

trade mark.

• It will be difficult to establish a reputation for the

purposes of an opposition grounded under s 42(b)

or s 60 of the Trade Marks Act 1995 (Cth) with use

of less than 12 months.

PACIFIC ALE word mark: Intellectual 
Property Development Corp Pty Ltd v 
Fermentum Pty Ltd (13 July 2017)

In the next instalment of the fight for Pacific Ale: a 
brand or descriptor, the applicant, Fermentum Pty Ltd, 
previously called Stone & Wood Pty Ltd (Stone & 
Wood) applied to register the word mark PACIFIC ALE 
in class 32 in respect of Pilsner; Ale; Lager; Draught 
Beer; Bitter Beer in August 2011, application 
number 1541641 (opposed mark).1 Stone & Wood 
operates two craft breweries in NSW producing and 
distributing craft beers throughout Australia.

Intellectual Property Development Corp Pty Ltd 
(IPDC) opposed the registration on the basis that the 
mark was not capable of distinguishing Stone & Woods 
goods from others goods and/or that it should be refused 
on the basis of a third partys prior mark PACIFICO, 
under ss 412 and 44 of the Trade Marks Act, respec-

tively. IPDC was unsuccessful on both grounds but it has 
filed an appeal in the Federal Court.

IPDC and Stone & Wood are also embroiled in 
separate court proceedings currently pending a decision 
from the Full Court. In those proceedings, Stone & 
Wood claimed that Elixir Signature Pty Ltd, a company 
related to IPDC, had engaged in misleading or deceptive 
conduct, made false representations and/or engaged in 
passing off relating to its Thunder Road beer which 
included Pacific Ale as a component of the label.

Stone & Wood was unsuccessful at first instance.3

The decision was influenced by the fact that the court

found that Pacific Ale had a descriptive element and had

come to be descriptive of a beer style namely, made

from hops from Australia and New Zealand.

In the trade mark opposition, IPDC submitted that the

opposed mark was not capable of distinguishing Stone

& Woods goods from others because it indicated a beer

style and/or it was descriptive of the geographical region

from which the product originates. Both parties recycled

the evidence adduced in the Federal Court matter.

However, the delegate did not consider himself bound

by the statements of the Federal Court in relation to the

alleged descriptiveness of Pacific Ale given the state-

ments were subsidiary to the courts decision and were

made in a different legal and procedural context. Further,

the courts findings that Pacific Ale had come to be

associated with a particular style of beer did not neces-

sarily reflect the position at the priority date, namely

2 August 2011. This was because the evidence in court

concerned the use of the phrase at the date of the

proceedings (2015/16) and only established this descrip-

tive use as a recent phenomenon. By contrast, the was no

evidence of any other party supplying beer under the

name Pacific Ale at the priority date. Further, the

delegate considered that Pacific was too vague and

non-specific to function as a geographical indicator.

IPDCs claim under s44 was also unsuccessful as the

delegate was not satisfied that the opposed mark was

deceptively similar to PACIFICO given the significant

and sufficiently memorable aural, visual and conceptual

differences.

In the absence of IPDC producing further evidence

going to the descriptiveness of Pacific Ale at the priority

date, it seems to be facing an uphill battle. However, to

the extent that the term has become descriptive or

generic Stone & Wood may face further revocation

action on the basis that it is no longer capable of

distinguishing its goods.
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COMMUNITY FIRST MUTUAL BANK and
COMMUNITY FIRST BANK: Bendigo and
Adelaide Bank Ltd v Community First Credit
Union Ltd (21 July 2017)

The applicant, Community First Credit Union

Limited (CFCU), applied to register two word marks

COMMUNITY FIRST MUTAL BANK, application

number 1541594, and COMMUNITY FIRST BANK,

application number 1541620, both in respect of financial

and associated services in class 36, on 1 March 2013

(opposed marks).4

Bendigo and Adelaide Bank Ltd (Bendigo and Adelaide

Bank) opposed both marks on several grounds including

under s 44 of the Trade Marks Act. The delegate found

that the s 44 opposition was successful and therefore did

not consider the other grounds.

Bendigo and Adelaide Bank relied on its registration

for COMMUNITY BANK in respect of financial and

associated services in class 36 with an earlier priority

date to support the s 44 opposition. CFCU conceded that

the services claimed were similar for the purposes of

s 44.

The delegate considered the similarity and differ-

ences between the opposed marks and the opponent’s

mark and noted that the two words of the opponent’s

mark were included in both opposed marks, the common

word “community” was the first word of each of the

marks and this word’s prominence was increased given

it had the greatest number of letters and syllables. He

also found that each of the marks conveyed the idea of

a local/communally-owned financial institution and that

the addition of the words “first” and “first mutual” in the

opposed mark were descriptive by nature. Therefore, the

delegate found that they were unlikely to distinguish the

opposed marks.

The delegate considered that the relevant class of

people was a large class with customers ranging from

astute to gullible, given the reach of the customer base

for financial services. He was unpersuaded to consider a

more limited class in circumstances where CFCU stated

that its customers were all members given the specifi-

cation for the opposed marks was not so limited.

On this basis, it was found that there was a real

danger of confusion. CFCU was unable to establish prior

continuous use and/or honest concurrent use. CFCU

produced evidence of a number of marks used, including

COMMUNITY FIRST. However, the delegate found

that the absence of the word “bank” and words “mutual

bank” in each of these prior uses substantially affected

the identity. The delegate recognised that this “mildest

difference”5 was significant as the word “bank” con-

veyed a notion of security particularly in the context of

the highly regulated financial services industry in Aus-

tralia.

POWERED BY FASTCARD device mark:
Cabcharge Australia Ltd v E2Interactive
(28 July 2017)

e2Interactive Inc (e2) applied to register the device
below in respect of a number of goods and services in
classes 9, 35, 36, 38, 40 and 41 including relating to
prepaid cards and associated services on
30 August 2011, application number 1446021 (opposed
mark).6

e2 is part of an international group that develops,
designs and manufactures prepaid cards for third parties.
The cards can be redeemed for the third parties’ goods
and services such as downloadable games and music.
The group first sold cards bearing the opposed mark to
an Australian retailer on 22 September 2010.

During the examination process the Trade Marks
Office’s citation of the prior marks were overcome by e2
providing evidence of prior use.

Cabcharge Australia Ltd (Cabcharge) has been a
financial service provider to the taxi industry in Austra-
lia for over 4 decades including providing taxis’ elec-
tronic payment systems. Cabcharge opposed the registration
of the opposed mark on the basis of ss 42(b), 44, 60 and
62(b) of the Trade Marks Act. Cabcharge’s only success
was to narrow the specifications due to its prior regis-
trations under s 44, but this was limited because e2
established prior continuous use in respect of some of
the overlapping goods and services.

Cabcharge supported its opposition with evidence of
its use of FASTCARD on its Cabcharge cards, which
also feature the CABCHARGE mark, since 2010 and
advertising promoting those cards.

The delegate found that the grounds under ss 42(b)
and 60 were not established as the evidence adduced by
Cabcharge did not establish the required reputation at
the priority date. The decision was influenced by the fact
that Cabcharge’s use of FASTCARD was slightly less
than 12 months which “is a short period of time in which
to establish the type of reputation contemplated”,7 there
was only limited advertising and the revenue figures
provided did not provide the specific amount attributable
to the FASTCARD trade mark which was always used in
conjunction with the CABCHARGE mark.

The delegate also dismissed Cabcharge’s claim that
e2’s application was defective because it had made
statements that were false in material respects. The
evidence in the opposition proceedings only established
e2’s prior use of the opposed mark in respect of cards
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that could be redeemed for online gaming content.
Cabcharge alleged that the material put forward by e2 in
the application process indicated that e2’s use was in
respect of a broader class of goods. The delegate found
that even if the declaration was false in material respects,
there was no causal connection between the statements
identified and the acceptance of the trade mark.

Cabcharge was partially successful as it established
that the opposed mark was deceptively similar to its
registered marks for FASTCARD and CABCHARGE
FASTCARD8 with earlier priority dates. The delegate
was satisfied that the opposed mark was deceptively
similar given both of Cabcharge’s marks included
FASTCARD as an essential, distinguishing and memo-
rable feature and FASTCARD was a dominant feature of
the opposed mark due to its relative size and emphasis
given by the additional words. The delegate did not give
any weight to distinguishing features of the device and
therefore concluded that it was likely that traders and
consumers could be deceived or confused. However,
while the delegate found that the specification in
classes 9 and 36 and some of the services claimed in the
specification in class 35 were similar and/or closely
related to goods and/or services claimed by the Cabcharge’s
marks, e2 was able to establish prior continuous use of
the opposed mark in relation to cards and associated
services for prepaid game cards (a narrower specifica-
tion of the goods and services claimed).

The delegate found that e2’s 14 months of use in
Australia prior to the priority date of Cabcharge’s marks
was not enough to establish honest concurrent use in the
absence of evidence of sales and/or advertising expen-
diture.

Lucy Davis

Barrister

Owen Dixon Chambers West

lucydavis@vicbar.com.au
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Footnotes
1. Intellectual Property Development Corp Pty v Fermentum Pty

Ltd (2017) 128 IPR 349; [2017] ATMO 68; BC201711910.

2. Note that as the relevant date is 2 August 2011, the applicable

form of s 41 was its form prior to the amendments made to the

Trade Marks Act by the Intellectual Property Laws Amendment

(Raising the Bar) Act 2012 (Cth).

3. See primary decision: Stone & Wood Group Pty Ltd v Intel-

lectual Property Development Corp Pty Ltd (2016) 120 IPR

478; [2016] FCA 820; BC201606024.

4. Bendigo and Adelaide Bank Ltd v Community First Credit

Union Ltd (2017) 128 IPR 374; [2017] ATMO 73; BC201711896.

5. Above, at [35].

6. Cabcharge Australia Ltd v E2Interactive [2017] ATMO 76.

7. Above, at [57].

8. e2 unsuccessfully opposed the registration of CABCHARGE

FASTCARD on the basis of ss 58, 59 and 60.See E2Interactive v

Cabcharge Australia Ltd [2017] ATMO 62.
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Avenues for IP litigation
Gautam Mukherji VICTORIAN BAR

Takeaway tips

• There are a variety of judicial bodies, prescribed

by legislation, which are able to hear disputes

involving intellectual property (IP) in Australia.

• A party seeking to commence litigation has a

choice to issue proceedings in a number of differ-

ent forums, with the exception of patent matters

which must be determined by the Federal or

Supreme Courts.

• Concerns about the level of experience of particu-

lar forums in dealing with these matters are

unfounded. Whilst the majority of IP continue to

be litigated in the Federal Court of Australia

(FCA), the Federal Circuit Court of Australia

(FCC) and the Supreme Courts hear many dis-

putes associated with and involving the enforce-

ment of IP rights. Decision-makers in all jurisdictions

are both well-qualified and significantly experi-

enced.

• Key matters to consider include:

— case load of the forum and the corresponding

timing implications

— costs: both generally and recoverable

— availability of technology and resources to

assist the hearing

• In some instances, non-judicial bodies such as

Victorian Civil and Administrative Tribunal (VCAT)

may also be appealing. These bodies have limited

jurisdiction, and caution needs to be exercised to

ensure a proper basis before proceeding.

A client has arrived at your door with instructions

about a rogue business showing all the signs of being a

pirate. Your client’s IP is being plundered, and they need

it to stop. You know that the best possible result is

always going to be the one where you send a terse letter

of demand and the pirates quickly retreat. However, you

also know that it is all too common that such letters go

ignored. With this in mind, you need to begin preparing

and planning for further action.

The prudent litigator is constantly looking to perfect

the strategy that will obtain the most cost- and time-

effective results for their client. So in that initial meet-

ing, when the client describes the problems faced and

the nature of the dispute and you map out the way this

matter will proceed, how do you decide on a suitable

jurisdiction for issuing proceedings?

In this article I discuss some of the matters to

consider in providing such advice. First I review the

different avenues available, referencing the relevant

legislation which confers jurisdiction. I then consider

other relevant factors such as timing, costs and logistical

considerations that may influence the ultimate decision.

The law
The first question is that of jurisdiction. The Trade

Marks Act 1995 (Cth), Designs Act 2003 (Cth) and the

Copyright Act 1968 (Cth) each allow for proceedings to

be issued in any of the FCC, the FCA and/or Supreme

Court.1 The Patents Act 1990 (Cth) provides for pro-

ceedings to be issued in the FCA and the Supreme

Courts.2

A closer look at legislation is warranted in some

circumstances in order to ensure that the relief sought is

not precluded due to an exception. For example, s 131A

of the Copyright Act specifically excludes the Supreme

Court from hearing applications for injunctions against

carriage service providers (telecommunication/internet

service providers) that provide access to online locations

outside of Australia. Such an injunction can only be

sought in the FCA.

In practice, the vast majority of claims are brought in

the FCA.3 There is sometimes a concern expressed by

practitioners that IP matters should be heard only by

judicial members who are specifically experienced in IP

matters. The theory goes that judges not well-acquainted

with the operation of the monopoly rights granted by IP

legislation may allow competition law principles, which

would almost always consider a rights holder’s conduct

as being anti-competitive, to infect their reasoning.

There is no basis for this fear.

Firstly, the case databases show that both the FCC

and Supreme Courts around the country regularly deal

with proceedings that involve disputes about IP and

associated rights. Secondly, the Supreme Court of Victoria

(VSC) has a list devoted to dealing with IP disputes.4

The FCC also maintains a specialised procedure for IP

matters.5 Decision-makers in each jurisdiction are there-

fore not only well-experienced, but they also possess the

required specialised knowledge.
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The position of Civil and Administrative
Tribunals

The cost benefit and the simplicity of procedural

steps make tribunals an attractive option for small

disputes. However, tribunals have limited jurisdiction in

hearing matters related to IP disputes, and before com-

mencing any litigation in a tribunal you should be sure

that the tribunal is empowered to hear the dispute in

question.

The following comments are focused on the provi-

sions and decisions made in the VCAT. Unlike courts,

the VCAT has no inherent jurisdiction. The VCAT is a

creature of statute and as such, any grant of jurisdiction

must be traced back to a statute. None of the relevant IP

legislation nominates the VCAT as a proper venue for

determination of disputes.

There is a common misconception that small claims

tribunals can accrue jurisdiction. That is, for example, a

proceeding is issued in the VCAT in relation to a dispute

between a trader and consumer (to be treated as a small

claim) which also happens to consider issues such as

infringement of some IP rights. The law in this regard is

clear, the VCAT has no accrued jurisdiction to deal with

the IP issues.6

Confusion sometimes also arises because of a mis-

understanding in relation to differences between the

power of the VCAT to order remedies which deal with

IP rights and other equitable remedies,7 and the VCAT’s

jurisdiction to hear disputes in relation to IP rights.

The question of jurisdiction is always the primary

question. That is, you should be certain that there is

some legislation which places the dispute squarely

within the jurisdiction of the VCAT. Confusion will arise

when one seeks to answer the question of the proper

forum for a dispute by considering the result hoped to be

achieved and looking only at which forums are empow-

ered to provide these remedies.

So for example, a contractual dispute between a

graphic design agency and one of its clients will remain

a consumer and trader dispute, and therefore within the

VCAT’s jurisdiction, despite the fact that the breach of

contract itself arises from unauthorised use of copyright

material. This is because the VCAT’s jurisdiction has

been clearly engaged by the fact that it is a dispute

between a trader and a consumer. The fact that an aspect

of that dispute also involves copyright infringement

does not disqualify it as a consumer and trader dispute.

Practical considerations
Practical considerations are a significant factor to be

considered in each individual situation.

Urgency

Where the client seeks to protect IP rights fundamen-

tal to their business, the speed of the outcome is of

paramount importance. Long-lasting brand damage and

significant ensuing losses can result from breaches

involving the sale of nothing more than a few illegal

copies of protected material.

A pirate trading on your client’s branding may

quickly tarnish your client’s hard-earned reputation by

selling inferior goods or providing poor services that

bear substantially identical or deceptively similar trade

marks or branding. The ramifications may reverberate

for years to come, and your client may thus demand

decisive pre-emptive action.

Similarly, where the core value of the client’s product

or service stems from its exclusive nature, a few copies

or knock-offs entering the market can significantly

diminish the market value of the originals. In fact, a

common strategy of pirates is to time the infringing

conduct to ride the wave of crucial promotional periods

where the original rights holder had planned to make the

most of its sales.

When immediate action is required, an application

for an urgent interlocutory injunction becomes para-

mount.

Each of the FCC, FCA and the various Supreme

Courts offer this relief. If the matter is less urgent, or an

application for an injunction is unlikely to succeed, a

client will need a final decision before any relief can be

obtained. The time involved in obtaining this decision

must be considered in the client’s strategy.

The time taken between application and decision may

vary significantly between forums for several reasons.

Some are out of the litigator’s control — including the

degree of complication of the dispute or the attitude to

participation of the respondent/defendant.

Other factors that can be relevant to consider

The availability of the chosen court can be a major

factor. Each of the FCC, FCA and various Supreme

Courts have registries which provide an indication of

how quickly a matter is likely to get before a judge and

to then a final hearing. Each jurisdiction is certainly

well-resourced and, depending on case loads, the differ-

ence here may not be significant.

It is helpful to be aware of certain efficiencies that

have been built into specific courts for faster decision-

making. The FCA offers expedited procedures which

allow a case to be streamlined and to proceed to a final

decision more rapidly. Similarly, Supreme Courts in

each jurisdiction offer variations of a managed list

system in order to progress matters to final judgment

more quickly8 or to fast track option proceedings.9
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In New South Wales, IP cases are dealt with by the

equity division of the Supreme Court.10 In Western

Australia, it is possible to have a matter entered into the

Commercial and Managed Cases (CMC) List if, amongst

other things, in the opinion of a CMC List Judge or

Master, it is suitable for more intensive case manage-

ment for any other reason (such as the need for expedi-

tion, the complexity of the issues, the likely length of

trial).11 IP cases are dealt with in the Supreme Court of

Queensland in its Commercial List.12

While the FCC does not offer any “fast track” or

expedited list for IP matters, Practice Direction No 1

of 201713 notes that the court anticipates proceedings

issued in the FCC to be heard within 8 months of filing.

Costs and fees
Legal costs and fees are always a significant concern

for participants in litigation. It is worthwhile noting that

there are differences in the issuing fees in Supreme

Courts, the FCA and the FCC.14 In the context of

litigation costs as a whole, however, these variations in

fees may make little ultimate difference.

More significant to note is the difference in recover-

able costs and the manner in which they are calculated

between courts. Costs awarded in both the FCA and

various Supreme Courts will be calculated pursuant to a

scale of costs.15

In the ordinary course, costs awarded in the FCC will

be awarded according to a lump sum calculation set out

in the schedule based on a number of defined stages

which have been completed in the proceedings.16 This

can result in significant differences between the costs

actually incurred and the recoverable costs. This is

particularly true where there has been some specific

aspect of the litigation which has necessitated significant

additional work, for example, where the discovery

process has involved numerous interlocutory steps which

would not be required in the ordinary course.

Finally, it is worth noting that unlike the courts,

VCAT is generally considered to be a no costs jurisdic-

tion. That is, unless there are compelling reasons dem-

onstrated, each party will bear its own costs.17

Logistics and technology
All courts now offer technology designed to assist

with making litigation more efficient and cost-effective.

Each relevant court has the capacity to, and will often

encourage, the parties to use electronic document man-

agement and electronic discovery.

One factor which may become relevant where the

parties are likely to be spread around Australia, or

witnesses are likely to be interstate, is the availability of

remote facilities. Here, it is this writer’s opinion that

both the FCA and the FCC, as national courts, enjoy a

distinct advantage. There are some practical logistical

advantages in arranging for evidence to be given from a

remote (that is, outside of the court building or court-

room itself) location because the court itself regularly

utilises these services and has a facility in each state and

territory. Both tribunals and the Supreme Courts are

limited to the resources available to them within the

state or territory.

So in summary, how should one choose?

• Call the registry of each available court to find out

how busy they are and get an indication of how

long until a matter is likely to wait before being

listed.

• Consider whether the matter is appropriately filed

in an expedited proceedings list (fast track, etc) or

in a managed list in a jurisdiction to allow the

interlocutory steps to be dealt with more effi-

ciently.

• Consider what steps are likely to be taken in the

litigation and whether these will incur significant

legal costs for your client. The answer to this

question will inform whether the recoverable costs

structure offered in the FCC will leave your client

significantly out of pocket even after success.

• Consider the likely life of the proposed litigation

to determine whether the difference in issuing fees

between the jurisdictions is likely to form a

significant part of the total cost of legal proceed-

ings for your client.

• Consider whether the technology and resources

available at the various courts will significantly

increase costs associated with prosecuting the

proceeding.
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Details of the relevant fees as at January 2018

Court Jurisdiction Expedited/urgent applica-

tions

Costs Logistics

Federal Circuit

Court

Trade mark, copy-

right and design

Yes, power to make inter-

locutory injunctions. No expe-

dited list for IPmattershowever

it is expected that matters

will proceed to trial within

8 months

Lump sum per Sch 1 in

FederalCircuitCourtRules

Filing fees for an appli-

cation are $1485 for a

corporation and $615 for

others

National Court — many

registries — large num-

ber of judges

Federal Court Trade mark, copy-

right, design and

patents

Yes, power to make inter-

locutory injunctions as well

as expedited cases process

Costs calculated pursu-

ant to scale as set out in

Sch 3 of Federal Court

Rules

Filing fees for an appli-

cation are $3745 for a

corporation and $1290

for others

National Court — many

registries — large num-

ber of judges

Supreme Courts Trade mark, copy-

right, design and

patents

Yes, power to make inter-

locutory injunctions as well

as expedited cases or man-

aged cases processes

Costs calculated pursu-

ant toscale(seeforexample

Sch 3 App A of Supreme

Court (General Civil Pro-

cedure) Rules

Filing fees

ACT: $3338 for a cor-

poration and $1669 for

others

NSW: $3014 for a cor-

poration and $1101 for

others

NT: $2302 for a corpo-

ration and $1194 for oth-

ers

Qld: $1873.30 for a cor-

poration and $947.70 for

others

SA: $3489 for a corpo-

ration and $2472 for oth-

ers

Tas: $2999.25 for a large

corporation, 1999.50 for

a medium corporation

and $899 for a small

corporation and others

Vic: filing fee (includ-

ing entry into a specialised

list) is $4163.60

WA: $2389 for a corpo-

ration and $1226 for oth-

ers

Large number of judges;

availability of elec-

tronic discovery and

technology to assist in

electronic case man-

agement; video confe-

rencing facilities avail-

able, however facili-

ties limited to within

the state or territory
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Tribunals (eg,

VCAT)

Very limited — no

reference to VCAT

beingaproper forum

for litigation in any

of the legislation

Generally provide a quick

turnaround; no expedited pro-

cess

Generally no costs recov-

erable per s 109 of the

VCAT Act

Facilities vary depend-

ing on venue; capable

of facilitating video link

and also electronic docu-

ment management

Gautam Mukherji

Barrister

Victorian Bar

gautam@vicbar.com.au

www.vicbar.com.au

Footnotes
1. Trade Marks Act, s 190; Designs Act, ss 83, 83A and 84; and

Copyright Act, ss 131A–131D.

2. Patents Act, ss 154 and 155.

3. Based on searches conducted in May 2018 using the Australasian

Legal Information Institute (AUSTLII) databases and search

terms likely to identify litigation involving substantial ques-

tions arising from IP rights.

4. IP list within the Commercial Court as set out in: VSC

Commercial Court: Practice Note SC CC 1 (January 2017)

www.supremecourt.vic.gov.au/law-and-practice/practice-notes/

practice-notes-archive/practice-notes-trial-division-archive/

sc-1.

5. FCC Practice Direction No 1 of 2017: Intellectual Property

Practice Direction — Melbourne (May 2017) www.federalcircuitcourt

.gov.au/wps/wcm/connect/fccweb/rules-and-legislation/practice-

directions/2017/012017.

6. See Re Boulton; Ex parte Construction, Forestry, Mining and

Engineering Union (1998) 73 ALJR 129; 85 IR 468; and

National Parks & Wildlife Service v Stables Perisher Pty Ltd

(1990) 20 NSWLR 573 at 585.

7. For example, VCAT has the power to grant injunctions — an

equitable form of relief — pursuant to s 123 of the VCAT Act

1998 (Vic).

8. For example, see: Supreme Court of Western Australia Con-

solidated Practice Directions (2009) (as updated on

20 July 2018) s 4.1.2 www.supremecourt.wa.gov.au/_files/

Consolidated_Practice_Directions.pdf.

9. For example, the Fast Track Stream in the Supreme Court of

South Australia.

10. See Uniform Civil Procedure Rules 2005 (NSW), Sch 8.

11. Above n 8, s 4.1.

12. See Supreme Court of Queensland, Practice Direction No 3 of

2002: Commercial List, 2002, www.courts.qld.gov.au/__data/

assets/pdf_file/0010/86383/sc-pd-3of2002.pdf.

13. Above n 5.

14. Details of the relevant fees as at January 2018 are set out in the

table at the end of the article.

15. In the Federal Court, see Federal Court Rules 2011 (Cth),
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Considerations relating to drafting the patent
specification
Michael Zammit SHELSTON IP

Practical tips

• Whilst there is no definition of “invention” in the

Patents Act 1990 (Cth) (the Act), an invention is

generally understood as the generation of a new

idea or knowledge which aims to solve a specific

technical problem that is tied to a potential com-

mercial opportunity. A patent specification defines

the invention, and is one of the most difficult legal

instruments to draw with accuracy. In this article,

I discuss the three main reasons why patent

specifications are complex to draft.

• There are not likely to be any hard and fast rules

to mitigate the complexities that arise during

drafting of a patent specification, but rather it can

often come down to the attorney’s skill and

experience in judiciously deciding what to include

and what to leave out, how broadly to pitch the

claims, what terminology to use and what to avoid

and importantly, the essential features of the broad-

est claim.

• Ideally, prior to drafting the specification the

applicant has a clear problem they are solving, and

clearly understands the inventive concept and the

advantages it provides over the prior art, and how

it is particularly suited to address that problem. It

is also highly advantageous for the inventor to

have all the required experimental data that sup-

ports the full width of the claims. Further, from a

commercial perspective, it is ideal if the applicant

has some understanding of how the product will

be commercialised, so the claims can be tailored to

suit the commercial objectives.

Introduction
Financial resources can and do provide a real impedi-

ment to moving forward with any business opportunity,

but a well-drafted patent specification should be consid-

ered as an investment, especially as the cost is quite

minor in comparison to the amount of money required to

commercialise the invention. Drafting a patent specifi-

cation is a complex task which courts have noted is one

of the “most difficult legal instruments to draw with

accuracy”. This complexity arises due to several factors

which, for convenience, have been grouped into three in

this article, namely:

• there being a lack of clarity around the inventive

concept to begin with

• insufficient data to support the claims at the outset

of the drafting process

• the inherent complexity in drafting the patent

specification itself

Types of patent applications and
requirements of the patent specification

To file a patent application, a patent request must be

filed with IP Australia along with a patent specification.

The patent application can be in respect of a provisional

application or a complete application,1 and the associ-

ated patent specifications are termed a provisional speci-

fication and complete specification, respectively. The

patent specification is defined as the description, claims

and drawings contained in the relevant patent applica-

tion.2

Section 40(1) of the Act defines the requirements

relating to a provisional specification, which must “dis-

close the invention in a manner which is clear enough

and complete enough for the invention to be performed

by a person skilled in the relevant art” (disclosure

requirement).

Section 40(2) of the Act defines the requirements

relating to a complete specification. They include the

disclosure requirement, and to include the best method

known to the applicant of performing the invention.3

The complete specification must end with claim(s)

defining the invention,4 which must:

• “be clear and succinct” (clarity requirement)

• “supported by matter disclosed in the specifica-

tion”5 (support requirement)

• “relate to one invention only”6

• “not rely on references to descriptions or drawings

unless absolutely necessary to define the invention”7
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The best practice guide8 provided by IP Australia

suggests that the patent specification should be arranged

with a title and the description, followed by:

• the claim(s) (optional for a provisional applica-

tion)

• an abstract

• drawing(s) (if applicable)

• the sequence listing (if applicable)

Patents protect inventions
A patent is a legal document granting its holder the

exclusive right to exploit the invention, as set forth in the

patent’s claims, within a limited area and time by

preventing others from, among other things, making,

using or selling the invention without authorisation.9

Patents may be granted to protect inventions that are,

among other things, new, involve an inventive/

innovative step and are capable of industrial applica-

tion.10

The purpose of the patent is twofold — to provide the

public with details of the new invention and to reward

the inventor with a time-limited monopoly11 in return

for making public the details of the invention. This is

reflected in the specification itself, which is basically a

two-part document comprising a description, which is

largely technical in nature, and the claims which frame

the concomitant legal monopoly the applicant seeks in

return. The parts not only need to fulfil their respective

functions but need to do so in a consistent manner.

The term “invention” is not defined in the Act but is

understood to have several possible meanings.12 How-

ever, it is generally understood that an invention is

defined as the generation of a new idea or knowledge

which aims to solve a specific technical problem.13 As

the specific technical problem being solved is typically

associated with a perceived need in the marketplace,

patents are inherently tied to a potential commercial

opportunity.

Drafting the patent specification
To draft a patent specification a patent attorney

requires tertiary qualifications in scientific or engineer-

ing disciplines relevant to the technical problem14 and

relevant legal qualifications in intellectual property law

and practice.15 Given that an invention is aimed at

solving a commercially relevant problem in the market-

place, an attorney should also have some understanding

of how products and services are commercialised in

order to properly frame the patent specification and draft

the claims, and so that the patent ultimately meets the

applicant’s commercial objectives. The work of patent

attorneys therefore spans science, law and commerce.

Patent specifications are complex to draft, even

where the inventive concept has already been crystal-

lised and a client’s commercial objectives have already

been given deep consideration, let alone in cases in

which the inventive concept is still its initial stages and

the scope of it is more “nebulous”. Indeed, courts have

marvelled at how difficult it is to draft a patent applica-

tion. For example, the US Supreme Court explained that

drafting of “the specification and claims of a patent …

constitute[s] one of the most difficult legal instruments

to draw with accuracy”.16 Further complicating matters

is that the patent specification is often drafted under a

tight time frame as there may be, for example, an

imminent public disclosure. It is often difficult for patent

applicants to determine at an early stage the level of

resources that should be invested in supporting the

drafting of an application.

It is interesting to explore the reasons why patent

specifications are complex to draft. The following dis-

cussion is aimed exploring why, from a practical per-

spective, this is the case and what can be done in some

cases to mitigate these complexities. The issues gener-

ally fall into three main areas:

• lack of clarity around the inventive concept

• insufficient data to support the claims

• drafting the patent specification itself

Lack of clarity around the inventive concept

In practice, it is not uncommon for an attorney to find

themselves in the position where an applicant presents

them with an inventive concept that is somewhat of an

unfinished idea, or is perhaps still a work in progress, in

which case the attorney must work to foreshadow many

embodiments and alternatives in the specification to

cover as much ground as possible around that “prelimi-

nary” inventive concept. Drafting a patent specification

around an inventive concept that has not yet fully

crystallised requires a generous measure of creativity

and skill on the attorney’s part.

In some cases, the inventor thinks the inventive

concept relates to, for example, a particular relationship

between components of a composition, and the specifi-

cation is drafted accordingly. However, with the passage

of time, and with more experimental data generated, it

becomes apparent that the inventive concept actually

relates to some other relationship. A shift in the under-

standing of the inventive concept will necessarily cause

a shift in the focus of the patent specification.

In other cases, the inventor may have developed

something interesting, but may not have a clear problem

in mind that is being solved, making the drafting of the

patent specification difficult as the attorney needs to peer

into their “crystal ball” and contemplate what problems
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could be applicable. Alternatively, sometimes inventors

create a solution for a very specific purpose, and have

not fully considered whether the solution could be

applied to other fields, in which case the patent attorney

again must contemplate other possibilities.

Not all inventions stem from a good idea. In some

cases, applicants are commercially driven to protect

valuable niches in the commercial space. In cases such

as this, where the invention is market-driven rather than

technology-driven, the invention may be technically and

legally tenuous but commercially valuable.

These complexities are some the practical realities

patent attorneys face on a daily basis, and there are not

likely to be any hard and fast rules to mitigate these

issues. If the inventive concept has shifted radically over

time it may be easier to redraft the specification from

scratch, rather than recasting the existing specification

and adapting it for the new inventive concept. This can

be important as it can avoid the mix of different

terminologies, which can cause clarity issues during

prosecution, or can cause a terminology originally intended

to define a particular feature to have different meanings,

and therefore affect the intended claim scope. Drafting a

specification from scratch can also avoid a seemingly

disjointed patent specification, which can diminish its

value to the applicant as a “sales” document.

Insufficient data to support the claims
Sometimes, there may be insufficient data at the time

the patent application needs to be filed to support the

entire breadth of the claims and meet the disclosure and

support requirements, in which case drafting the speci-

fication is especially difficult as the attorney needs to

balance what is exemplified with what claim breadth can

be reasonably supported. If the claims are drafted too

broadly, and only something narrower will survive

prosecution (closer to what is actually exemplified), the

surrendered claim scope is effectively given away and

can prevent protection of that surrendered claim scope in

the future, despite there being future experimental sup-

port for it. If the claims are drafted too narrowly the

applicant may not be getting the protection it is entitled

to, and the value of the patent will be lower than

necessary. Again, there are probably no hard and fast

rules in the careful balancing act, but rather it comes

down to the attorney’s skill in knowing where to pitch

the claims.

The detailed description section of the specification

should provide a sufficient disclosure of the invention

that a skilled person in the relevant field could make and

understand the invention, and should breathe life into the

claims. However, it can be challenging when the inven-

tor wishes to protect a concept they believe is inventive

but have no enablement, in which case the attorney must

understand the common general knowledge and the skill

set of the skilled person and, as a stop gap measure,

undertake some reasonable “thought experiments” to

provide the necessary enablement — so-called “pro-

phetic examples”, which should be confirmed by the

applicant with real experiments in the immediate future.

These kinds of examples might be perfectly reasonable

in the predictable arts (eg, simple mechanics) but inad-

equate in non-predictable arts (eg, biotechnology). In yet

other cases, where an inventor has something novel and

commercially valuable, but the inventiveness of it is

arguable, drafting the specification and claims can be a

challenge. In this case, early consideration should be

given to filing an innovation patent application instead

of a standard patent.

Drafting the patent specification itself
A patent specification, although it covers technical

subject matter, is ultimately a legal document. Drafting

a high-quality patent application is important because it

sets out the terms by which the patent owner and others

will be bound, and in this sense it is different from

writing a scientific paper. The patent specification will

be reviewed over the years by public officials such as

patent examiners, judges and business partners. The

patent attorney should therefore be drafting the specifi-

cation with these important audiences in mind, all the

while considering the rules and requirements of each

major jurisdiction in which the patent application will be

filed and ensuring that it meets the legal tests in those

jurisdictions. In this regard, there is a great responsibil-

ity in the choice of words that are used, as the difference

between one word and another in the drafting of a patent

claim can mean the difference between a valuable and a

voidable patent. Attorneys should review the closest

prior art for assistance in this regard.

During the drafting process, the patent attorney must

reasonably also consider how the patent may be pros-

ecuted before a patent office and what objections could

be raised during the examination phase, and therefore

what additional information may need to be included

into the specification to assist in addressing those

objections. Claims, for example, may need to be amended

for a number of reasons:

• to clarify terminology

• to overcome relevant prior art

• to overcome other rejections cited by the examiner

• to better fit with the eventual marketed product

• to better represent the invention as it matures, to

encompass an infringing product or

• to survive an opposition

By way of example, a definition for the key terms

used in the claims may need to be included, especially if
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those terms are being used in a non-standard way. Where

generalities or relative terms are used in the claims it is

preferable to think through the specifics that fall within

that generality and include them in the specification.

Also, because some jurisdictions have strict amendment

laws, to avoid an “added subject matter” objection the

specification should be drafted to include as many

perceivably different fallback embodiments as possible

(ie, narrower embodiments of the invention), as one can

never be certain what prior art will be raised during

prosecution and therefore what (supportable) claims

amendments may be required to navigate around that

prior art. If a fallback embodiment is not available, then

the applicant may need to resort to unnecessarily narrow

claims, which can affect the value of the patent.

Drafted claims should be simple to understand, con-

cisely isolate the invention and meet the clarity require-

ment. This is inherently difficult to do, primarily because

claims, by their very nature, tend to describe complex

concepts; but it is because the concepts are difficult that

the claim language needs to be easy to understand and

the claim itself should not be unnecessarily prolix. It is

preferable to draft claims that are simple, clear, concise

and which are readily comprehendible. Indeed, a well-

drafted claim has a certain “beauty” to it.

It is critical to have an understanding of the appli-

cant’s commercial objectives prior to drafting the speci-

fication. Understanding these objectives will inform how

the specification is drafted, and especially the claims.

For example, understanding whether the claims should

be directed to the apparatus, the method, the use of it in

certain circumstances, or a kit of parts, a system, a

composition of matter or combinations of these. It can

also be important to protect the “supply chain”. For

example, the upstream supplier of a part supplied to for

the invention and the downstream user (ie, to capture the

context of its use, how is it used and how it might it be

modified, etc). The attorney needs to think like a

potential competitor trying to avoid the patent and draft

the claims to avoid this situation. Also, if possible,

claims should cover competing products and therefore

the attorney should understand what competitors are

doing in the marketplace, or what they may do.

Finally, the broadest claim must have no inessential

features — if it does, a competitor could simply copy the

broadest claim without that inessential feature and

would not infringe the patent. In this regard it is

important to avoid use of terminology in the specifica-

tion itself which could inadvertently force an inessential

integer into the broadest claim, for example by avoiding

use of words such as “critical”, “special”, “peculiar”,

“superior”, “very important”, “essential”, “key” and

“necessarily”.

Conclusion
The easiest patents to draft are those in which the

applicant has a clear problem they are solving, and

clearly understands the inventive concept and the advan-

tages it provides over the prior art and how it is

particularly suited to address that problem. It is also

highly advantageous for the inventor to have all the

required experimental data that supports the full width

of the claims. Further, from a commercial perspective, it

is ideal if the applicant has some understanding of how

the product will be commercialised, so the claims can be

tailored to suit the commercial objectives.
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6. Patents Act, s 40(4).

7. Patents Act, s 40(3A).
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9. Patents Act, s 13 and see definition of “exploit” in Sch 1.

10. Patents Act, s 18.
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12. Kimberly-Clark Australia Pty Ltd v Arico Trading Interna-
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13. C M Kalanje, Role of intellectual property in innovation and

new product development, 28 February 2005, www.wipo.int/
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14. Patent Regulations 1991 (Cth), reg 20.3(1)(b).

15. Patent Regulations, reg 20.3(1)(c).

16. Topliff v Topliff 145 US 156 (1829); 36 L Ed 658; 12 S Ct 825.
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The “patent bargain” for clean technologies —
altering the deal
Gareth Dixon SHELSTON IP

Environmental consciousness — especially as it per-

tains to climate change is increasing exponentially

throughout the world. Moreover, it is generally accepted

that pollution cannot be stabilised with existing tech-

nologies.1 Clean technology, or “cleantech”2 — tech-

nologies that may lessen, nullify or even reverse the

environmental impact of an existing product or process

is a thereby a buzzword in many aspects of society —

including patent law.3

The essential quid pro quo of the “patent bargain” is

that in exchange for providing the public with a new

invention, a patentee is afforded a 20-year exclusive

period in which to exploit it. This is “IP101” — and

history has generally shown it to be sufficient induce-

ment with which to stimulate inventive activity.

Whereas new inventions are typically patented with a

view to profiting the patentee, some cross over into the

realm of also providing a great benefit to the public.

However, what happens when an invention is of such

outstanding public benefit that the patentee’s right to

exclude others is arguably contrary to the interests of

society? In such circumstances, the patent bargain does

not fit well with the advancement of the species and

gives rise to a real tension between the two.

Pharmaceutical patents are one example of this ten-

sion. However, it can be argued that patent exclusivity

for pharmaceuticals is a necessary evil given the enor-

mity of both research, development and engineering

(RD&E) and clinical trials costs associated with getting

a product onto the market. Moreover, while the respec-

tive definitions of happy may be somewhat different, a

lifesaving drug sold under patent generally makes for

both a happy patentee and a happy consumer.

Another example — one not quite so easily recon-

ciled, is that of cleantech; for instance, a patent for a

“cleaner” method of manufacturing cement. Clearly, it is

in the patentee’s best interests to exploit the exclusivity

conferred by the patent in working or licensing the

invention. On the other hand, it is in society’s best

interests that such an invention is placed immediately in

the public domain. To generalise, cleantech doesn’t

invite the same RD&E costs as pharmaceuticals. As

such, it could be argued that in the case of cleantech,

society’s need may actually be greater than the paten-

tee’s right — which is, of course, completely at odds

with the original patent bargain. At first glance, there

appear two main ways in which this impasse may be

reconciled.

First, governments may provide for a non-

commercial use exception (NCUE) to infringement,

under which a third party is able to exploit a patented

cleantech if it can be shown that their motives are not

commercial in nature; and/or second, provide for a

compulsory licensing regime allowing governments to

commandeer patented cleantechs and exploit them for

the good of the environment.

Of course, these alternatives — and indeed any other

“altering” in favour of the public, erode a patentee’s

basic right to exclusivity. Erode the right and you lessen

the incentive to invent in the first place. Clearly, some

measure of compensation is due. Perhaps the most

obvious include making cleantech patents easier to

obtain by, for instance, lowering the inventive step

threshold; and/or making the effective life of cleantech

patents longer than the standard 20 years.4

Unfortunately, neither of these measures is satisfac-

tory. Lowering the bar on inventive step may result in

more cleantech patents being granted at the lower end of

the spectrum — but it would fail to adequately stimulate

the high-end inventions that would more likely be

subject to the above-suggested NCUE or compulsory

licensing (and would be more likely to save the planet).

Moreover, extending the patent term necessarily ignores

the fact that much cleantech is likely to be short-lived or

incremental in nature.

On this basis, there appears no obvious statutory

tweak that would provide adequate compensation for a

cleantech patent being effectively hijacked in the name

of the public good.

This theoretical tension actually played out a few

years ago in real life. At the Copenhagen Summit of

December 2009,5 China sought special exemptions so

that it could exploit certain cleantech patents for hybrid

cars without paying licence fees.

Acceding to the Chinese requests would have altered

the patent bargain for the patentees, ultimately affecting
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their bottom lines — and threatening the future devel-

opment of hybrid technologies. On the other hand, the

environmental good that could be accomplished through

making hybrid cars accessible to the Chinese population

is staggering. In the alternative, pass on a licence fee to

consumers and you limit the uptake of the related

cleantech, which will be ultimately to the detriment of

the environment. Which answer is correct?

Of course, what China was asking for was the

introduction of a compulsory licensing regime. How-

ever, the fact that a final binding agreement required the

consensus of all countries party to the Copenhagen

negotiations effectively sounded the death knell for any

form of compulsory licensing based on the “government

takes what it wants” model.

In cases where no solution is apparent, it is common-

place to call for government intervention. The simplest

way in which cleantech patents may adequately benefit

both the patentee and the public is for the relevant

government/s to step in and pay an appropriate royalty

in exchange for its compulsory licence. However, it is

improbable that any government would wish to match

the free market value of a breakthrough cleantech

invention. This again undermines the incentive to invent

— or alternatively, provides almost a reverse-incentive

to invent mediocrity that will not risk being subjected to

a compulsory licence. An alternative is that cleantech

investors simply alter their focus — their RD&E dollar

is directed elsewhere, a “eureka-type” invention in

pharmaceuticals could net billions on the free market.

The NCUE is perhaps best considered an adaptation

of the experimental use exception (EUE) to patent

infringement. It is widely accepted throughout much of

the world that experimenting with a patented invention

is permissible to the extent that such actions are not

commercial in nature. However, any NCUE must nec-

essarily go beyond mere experimentation and provide

for actual use of the patented product or process. This of

course, conflicts with the Agreement on Trade-Related

Aspects of Intellectual Property Rights, which confines

exceptions to a patentee’s rights to circumstances that

are “limited” and do not “unreasonably conflict with a

normal exploitation of the patent”.6

For instance, if one vendor offers a product or service

for free (or a nominal cost-neutralising fee) — and

another charges a premium for the exact same thing,

who’s going out of business first?

Another clear drawback of the NCUE is that it could

become susceptible to abuse. With the EUE, the differ-

ing social, political and economic climate of individual

countries necessitates a unique line in the sand as to

precisely where experimentation ends and exploitation

begins. However, with any proposed NCUE, presumably

all that would need to be shown is a zero on an alleged

infringer’s balance sheet — and there are various ways

and means to this end.

Notwithstanding, the principle shortcoming of the

NCUE has already been alluded to above. A patentee

cannot make a return on their investment where another

is allowed to undersell them in the market. Moreover,

government compensation to redress this disparity is

probably more readily administered through a compul-

sory licensing regime than via the NCUE. On this basis,

the NCUE is ultimately an unworkable ideal.

While somewhat less extreme than the measures

proposed above, there have been other recent develop-

ments toward establishing a more efficient cleantech

community within the existing patent system. For instance,

in 2010 the World Intellectual Property Organization

(WIPO) launched the IPC Green Inventory7 — an online

tool intended to assist users in identifying existing and

emerging cleantech, as well as isolating potential com-

mercial partners. The most recent iteration is simply

named “WIPO Green”.8

Further, the national patent offices of several major

jurisdictions have facilitated the expedited examination

of applications relating to cleantech. For instance, the

US Patent and Trademark Office (USPTO),9 UK Intel-

lectual Property Office (UKIPO)10 and IP Australia11

among others, each now offer (or have offered) such a

scheme. While these programs each have subtle differ-

ences, the fundamental principle is that a cleantech

patentee now has means to jump the queue with respect

to “unclean” applications. In the case of small or start-up

patentees, a granted patent is often required in order to

attract investment. On the other hand, the associated

legal costs may not have been budgeted for so early in

the life cycle of the patent. Moreover, the many compa-

nies who file patents for defensive reasons generally

have less motivation to proceed via this route.

As highlighted in the Advisory Council on Intellec-

tual Property (ACIP) review on Patents and Experimen-

tal Use,12 certain other measures may be adaptable to

cleantech. For example, a fair dealing defence, largely

analogous to that found in copyright law,13 is largely

self-explanatory. However, it is worthwhile noting that

this would necessarily overlap to some degree with the

NCUE — and that the judicial parameters of “fair” are

likely even more of a minefield than the proposed zero

profit criterion for the NCUE.

Next, the patent pools model purports to facilitate the

efficient trading of patent rights. In this respect, a

significant impediment to any potential developer of

cleantech has been the emergence of patent thickets

which cover every foreseeable twist and turn along the

path to a new technology; such thickets have arisen in
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respect of fuel cells, wind energy and carbon sequestra-

tion technologies. Accordingly, money initially ear-

marked for cleantech RD&E risks being siphoned off to

pay for infringement opinions and cross-licensing arrange-

ments.

One such pool is the GreenXchange,14 based on the

Creative Commons15 project for copyright. A variant is

the Eco-Patent Commons,16 which requires members to

forego suing other members who exploit Commons

patents for environmentally-beneficial uses. However,

various competition authorities have placed stringent

conditions on such patent pools in recent years, which

could be argued to have restricted their uptake and

appeal.

While it appears — at least for now — as though

cleantech may be a square peg within the round hole of

the existing patent system, studies have suggested that

any barriers patents provide to the adoption of cleantech

are not insurmountable.17 For instance, a study of the

solar and biofuels sectors revealed that each is suffi-

ciently competitive as to allow developing countries to

take advantage of the respective technologies without

paying crippling licensing fees.18

As discussed above, cleantech RD&E may be cheap

only by comparison with pharmaceuticals. This hints at

the desirability of maintaining the regular patent bargain

for cleantech, given that during the initial RD&E phase,

intellectual property will often be a cleantech company’s

most valuable asset. Moreover, patenting creates oppor-

tunities for cross-licensing deals and strategic use to

negotiate joint venture arrangements. Finally, patents

can be instrumental in a cleantech company’s exit

strategy, by way of going public or being acquired. The

argument therefore is that any diminution of a cleantech

patentee’s rights may amount to a distortion of the free

market principles that are a staple of various competition

authorities. However, the counterargument is likely just

as applicable.

For completeness, it is also worth noting that patents

weren’t the only spanner in the works of a global climate

treaty in Copenhagen; the related field of technology

transfer appears to have been equally implicated.19 To a

large extent, improving technology transfer will ulti-

mately be reliant upon the incentives offered for the

sharing of cleantech, which leads immutably to the same

issues faced — and ultimately unaddressed in respect of

cleantech patents.

The above discussion represents what is likely only

the opening stanza in what is sure to be a fascinating

period in patent law. Cleantech will continue to poke and

prod the patent system in ways that were probably never

envisaged — and it will be interesting to see if, when

and how any changes eventuate so as to better accom-

modate “public” cleantechs within the “private” patent

system. While the cynic may suggest that the Copenhagen

Agreement would have materialised if the pollution

issue was perceived as real, the pragmatist would likely

counter that if a genuine fix was apparent from within a

2000-word article, it would have been adopted long

before now.

Takeaway tips

• Interpret “cleantech” broadly: a “dirty” technol-

ogy can still be “clean” if it’s cleaner than com-

petitors’ existing technologies — it’s all relative.

• To expedite or not to expedite (examination): there

are pros and cons depending upon where your

client is at legally, financially and commercially

— one size certainly doesn’t fit all.

• Cleantech is a “feel good” industry: combining

making a living with cleaning up the planet is a

win-win situation.

Gareth Dixon

Principal

Shelston IP

garethdixon@ShelstonIP.com

www.ShelstonIP.com

Footnotes
1. See eg, J H Lehr, Wiley’s Remediation Technologies Handbook:

Major Contaminant Chemicals and Chemical Groups, Wiley-

Interscience, New Jersey, 2004; and R Noyes, Handbook of

Pollution Control Processes, Noyes Publications, 1991.

2. Also known as “greentech”, “envirotech”, “environmentally

sound technologies (ESTs)”, etc.

3. See eg, C Scott, Green tech’s big patent problem,

29 April 2010, www.inhabitat.com/2010/04/29/green-techs-big-

patent-problem.

4. Agreement on Trade-Related Aspects of Intellectual Property

Rights (entered into force 1 January 1995) Art 33 www.wto.org/

english/docs_e/legal_e/27-trips.pdf.

5. United Nations Climate Change Conference (Copenhagen,

Denmark 7-18 December 2009), incorporating the 15th Con-

ference of the Parties (COP15) to the United Nations Frame-

work Convention on Climate Change signed 4 June 1992

(entered into force 21 March 1994) https://unfccc.int/resource/

docs/convkp/conveng.pdf and the 5th Meeting of the Parties

(MOP5) to the Kyoto Protocol signed 11 December 1997

(entered into force 16 February 2005) https://unfccc.int/resource/

docs/convkp/kpeng.pdf.

6. Above n 4, Art 30.

7. WIPO, IPC Green Inventory, www.wipo.int/classifications/ipc/

en/green_inventory/.

intellectual property law bulletin October 2018 113



8. WIPO Green’s website available at www3.wipo.int/wipogreen/

en/.

9. See USPTO, Green Technology Pilot Program, www.uspto.gov/

patents/init_events/green_tech.jsp.

10. See UKIPO, Patents: accelerated processing, 1 August 2018,

www.gov.uk/guidance/patents-accelerated-processing#green-

channel.

11. See IP Australia, Expedited examination for standard patents,

11 January 2018, www.ipaustralia.gov.au/patents/applying-

patent/standard-patent-application-process/examination-standard-

patent/expedited-examination-standard-patents.

12. ACIPPatents and Experimental Use (October 2005) www.ipaustralia

.gov.au/sites/g/files/net856/f/acip_final_report_patents

_and_experimental_use_archived.pdf.

13. Copyright Act 1968 (Cth), ss 40 to 43(2) and 103A to 103C.

14. GreenXchange’s website available at https://web.archive.org/

web/20110509133220/http://www.greenxchange.cc/.

15. Creative Commons’s website available at http://

creativecommons.org.

16. See W Balta, Welcome to the Eco-Patent Commons,

7 September 2015, www.corporateecoforum.com/welcome-to-

the-eco-patent-commons/.

17. See eg, R Barrigar, Patents are no barrier to innovation, despite

the myths, 16 May 2018, www.theglobeandmail.com/report-

on-business/rob-commentary/patents-are-no-barrier-to-innovation-

despite-the-myths/article29663542/.

18. J H Barton, Patenting and access to clean energy technologies

in developing countries, March 2009, www.wipo.int/wipo_magazine/

en/2009/02/article_0005.html.

19. See eg, Deutsche Welle, Assessing the role of patents in

combating climate change, 12 July 2010, www.dw.com/en/

assessing-the-role-of-patents-in-combating-climate-change/a-6299080.

intellectual property law bulletin October 2018114



intellectual property law bulletin October 2018 115



Career Step, LLC v TalentMed Pty Ltd (No 2) —
tackling the vexed question of joint authorship
Peter Knight and Isabella Penna BANKI HADDOCK FIORA

Key points

• Robertson J’s decision in Career Step, LLC v

TalentMed Pty Ltd (No 2)1 (Career Step v TalentMed)

and analysis of works which have multiple con-

tributors and contain various “modules” provides

a wider dimension for future cases concerning

joint authorship.

• There has been a string of cases which concern the

issue of joint authorship in copyright in works

which involve the contribution of multiple per-

sons.

• Careful consideration needs to be given when

determining evidence to be adduced, as cases of

this nature turn heavily on the interpretation of the

collaborative process.

Copyright proceedings in works having multiple

authors have become somewhat vexed by the unsatis-

factory decisions of the High Court in IceTV Pty Ltd v

Nine Network Australia Pty Ltd2 (IceTV) and the subse-

quent decisions in Telstra Corp Ltd v Phone Directories

Co Pty Ltd3 (Phone Directories).

A work of joint authorship is defined by s 10 of the

Copyright Act 1968 (Cth) as one:

… that has been produced by the collaboration of two or
more authors and in which the contribution of each author
is not separate from the contribution of the other author or
the contributions of the other authors.

This has been established to signify, not only that the

contributions of the authors must be in prosecution of a

joint design, or joint labouring in furtherance of a

common design, but their efforts must be more or less

contemporaneous. This does not seem to be a necessary

consequence of the Act’s provisions; a contributor to a

later edition of encyclopaedic work may make their

contribution long after and separately from earlier authors

and yet there may still be said to be a common design,

perhaps one directed by an editor. That the contributions

of different authors must be distinct also does not follow

from the requirement of the definition that the contribu-

tions be “not separate”. With modern digital recognition

and document comparison technologies, it is easy to

identify the distinct contributions of authors, that should

not mean that the work ceases to be one of joint

authorship. It should be that the various contributions be
seen as separate to the ordinary reader.

IceTV and Phone Directories added to the woes of
those who would claim copyright in works of joint
authorship. The decisions in these cases require a person
claiming ownership in a work of joint authorship to
identify every author by name, and also to specify
precisely what was that author’s contribution, in order to
determine whether it was “authorial” and had “creative
spark” and “effort of a literary nature” (which seems
contrary to the notion of inseparable contributions) and,
to the extent that is not possible, the owner faces a
finding that the work is not subject to copyright at all or
that what remains identified will be a patchwork that
cannot be shown to have been infringed. This is what
happened in Primary Healthcare Ltd v Cmr of Taxation4

as well as Phone Directories, in each of which the
work(s) in which copyright was claimed would have
seemed, taken as a whole, the proper subject matter of
copyright. At the very least, this process can be arduous
and increases the cost of litigation. Needless to say, this
approach to collective works, such as computer pro-
grams, merits reconsideration.

The decision in Career Step v TalentMed offers an
opportunity to revisit and revise some of the issues
regarding subsistence of copyright in collective works.

Summary of the case
In Career Step v TalentMed, Career Step claimed

copyright in a computer-based course teaching medical
transcription (typing up notes dictated by doctors con-
cerning patient visits and treatments). The work in
which copyright was claimed comprised 23 modules
with titles such as “Anatomy, Pathophysiology and
Disease Processes — Block 1” and “Mastering Medical
Language”.5 Career Step claimed the whole course as a
single work of joint authorship, infringed by TalentMed,
a licensee, by the copying of large blocks of text in order
to create a competing product.

Career Step identified multiple authors for each
module and the periods of their work effort (not all
overlapping). Contractors’ assignments were in evidence
while for employees there was evidence given that these
were employees and that their contributions were in the
ordinary course of employment, but no supporting
documents to that effect were in evidence. No single
author contributed to all 23 modules and a small group
of the authors, different for each module, was identified.
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Excluded from the subject work were sound recordings

and film provided by third party providers. The evidence

of the contribution of each claimed author was just a few

words, often including work such as “grammar”, “stan-

dardization of reports” and “updating” and even “project

management” and “placed content online”. Individual

authors were not called to give evidence.

TalentMed argued that Career Step’s copyright claim

for the whole course as a single work of joint authorship

should be unsuccessful because:

• there was inadequate evidence of the contribution

of each of the claimed authors, as to whether it

was authorial or creative in reducing the course to

material form — mere grammar correction, updat-

ing and project management could not be counted

• there was insufficient evidence of collaboration

between all the authors at the same time — indeed,

the work of many was done over a period sepa-

rated in time from that of earlier authors — and

the evidence went no further than “suggest[ing] …

the possibility of some contributors’ general aware-

ness of some of the individual activities of oth-

ers”6

• there were 23 modules with different authorship

groups, not a single work

Decision
Robertson J rejected these submissions.

His Honour held that Career Step’s course materials

made up a single work of joint authorship, despite the

fact that it was divided into 23 modules and no single

writer could be identified as having contributed to all the

modules of the work. The evidence adduced by Career

Step showed that no individual contribution could be

separated.

His Honour rejected the proposition that every single

author had to be identified and the authorial contribution

of each established, relying on the reasoning of Jagot J

in Sanofi-Aventis Australia Pty Ltd v Apotex Pty Ltd

(No 3)7 (Sanofi) where her Honour emphasised the

importance of “iterative and collaborative effort” in

determining joint authorship.8 Further, his Honour held

that the evidence given by Career Step as the employee

status of the non-contractor authors was perfectly suffi-

cient in the absence of contradiction.

His Honour also rejected the notion that every single

author of a work of joint authorship should be shown to

be involved in some fashion in the contributions of

others and, for this reason, that they worked at different

times on the same material was, in a case such as this,

immaterial. In doing so, his Honour again applied the

reasoning in Sanofi.

In analysing the evidence, his Honour noted that the

evidence adduced by Career Step showed that each

collaborator “had input”, and that “no contributor …

worked in isolation from other contributors.”9 This

careful “walk through” of the collaborative process

shows where the applicant’s case in each of Phone

Directories and Primary Health Care Ltd v Cmr of

Taxation10 may have fallen short, in which there were an

absence of the iterative and collaborative effort.

Conclusion

The determination of joint authorship remains a

challenge to the courts. Establishing a “collaborative

effort” in a work is not a precise art and requires careful

selection of evidence to reach the adequate threshold

against a line of cases which are sometimes unclear. It is

to be hoped that the decision in Career Step v TalentMed,

with Sanofi, has provided a sound basis to relieve courts

from giving too much weight to the approaches encour-

aged by IceTV and Phone Directories.
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